
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



| ATTORNEY DOCKET NO. | CONFIRMATION NO. [ 



10/067,747 



02/08/2002 



Ryo Yamada 



7590 08/24/2005 

DICKSTEIN SHAPIRO MORIN & OSHINSKY LLP 
1 177 Avenue of the Americas 
New York, NY 10036-2714 



Y1600.0001/P001 



9293 



EXAMINER 



J 



LI, SHI K 



ART UNIT 



PAPER NUMBER 



2633 

DATE MAILED: 08/24/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO 90C (Rev 10/03) 



4 





Application No. 

10/067,747 


Applicant(s) 

YAMADA, RYO 


Examiner 

Shi K. Li 


Art Unit 

2633 





- 77ie MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

1 )S Responsive to communication(s) filed on 08 February 2002 and 19 May 2005 . 
2a)D This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-21 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) E3 Claim(s) 1-21 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

1 0) D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121 (d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) ^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)(SI All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) Notice of References Cited (PTO-892) 

2) CIZI Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) £3 Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 2005081 1 
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DETAILED ACTION 
Drawings 

1 . Figures 1 7 A, 1 7B, 1 7C, 1 8 and 1 9 should be designated by a legend such as -Prior Art- 
because only that which is old is illustrated. See MPEP § 608.02(g). Corrected drawings in 
compliance with 37 CFR 1.121(d) are required in reply to the Office action to avoid 
abandonment of the application. The replacement sheet(s) should be labeled "Replacement 
Sheet" in the page header (as per 37 CFR 1 .84(c)) so as not to obstruct any portion of the 
drawing figures. If the changes are not accepted by the examiner, the applicant will be notified 
and informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claim 15 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
enablement requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to enable one skilled in the art to which it pertains, or with which 
it is most nearly connected, to make and/or use the invention. Claim 15 recites the limitation 
"wherein the determination whether said new ring is identical to, crosses, or is adjacent to said 
existing ring is made in terms of wavelength". The same statement also appears in page 6, lines 
8-10 of instant specification. However, instant specification does not teach method or procedure 
for determining whether a new ring is identical to, crosses, or is adjacent to another ring based on 
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wavelength. That is, given a new ring using wavelength XI, and another ring using wavelength 
X2, instant specification does not teach a method, process or procedure to determine whether the 
two rings are identical, cross or adjacent. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 10-15 and 18-19 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 10 recites the limitation "if the new ring to be configured is identical to an existing 
ring" in lines 5-6 of the claim. However, "new" means "different from one of the same category 
that has existed previously" and "identical" means "being the same" (see Merriam Webster's 
Collegiate Dictionary). Therefore, it is unclear whether the "new" ring is different from or being 
the same as the existing ring. 

6. Claim 12 recites the limitation "said existing ring" in line 6 of the claim. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 12 recites the limitation "if a new ring is identical to an existing ring" in lines 1-2 
of the claim. However, "new" means "different from one of the same category that has existed 
previously" and "identical" means "being the same" (see Merriam Webster's Collegiate 
Dictionary). Therefore, it is unclear whether the "new" ring is different from or being the same 
as the existing ring. 

7. Claim 19 recites the limitation "said new ring" and "said existing ring" in lines 1-2 of the 
claim. There is insufficient antecedent basis for this limitation in the claim. 
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Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

9. Claims 1 and 9 are rejected under 35 U.S.C. 102(e) as being anticipated by Siu et aL 
(U.S. Patent 6,744,769 Bl). 

Siu et al. discloses in FIG. 3 a mesh network where bi-directional line switched ring 
(BLSR) are formed for providing a working path and a protection path. Siu et al. teaches in FIG. 
12 to dynamically configure protection ring in response to demand. Inherently, a BLSR node 
has cross-connecting function for switching from working to protection. 

Regarding claim 9, inherently, a BLSR switch from working to protection when a failure 

occurs. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

1 1 . Claims 2-7, 10, 16-17 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 



over Siu et al. (U.S. Patent 6,744,769 Bl) in view of Lu (U.S. Patent 5,815,490). 
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Siu et al. has been discussed above in regard to claims 1 and 9. Regarding claims 2 and 
16, the difference between Siu et al. and the claimed invention is that Siu et al. does not teach a 
ring map. Lu teaches in FIGS. 4A-4E and FIG. 6a portion of a ring table comprising link 
information, node ID and ring ID. One of ordinary skill in the art would have been motivated to 
combine the teaching of Lu with the ring configuration method of Siu et al. to maintain a ring 
table because a ring table keeps track of provisioning information that is necessary for 
performing protection switch. Thus it would have been obvious to one of ordinary skill in the art 
at the time the invention was made to maintain a ring table, as taught by Lu, in the ring 
configuration method of Siu et al. because a ring table keeps track of provisioning information 
that is necessary for performing protection switch. 

Regarding claims 3 and 17, Lu teaches in col. 8, lines 22-46 WDM-based optical 
network. 

Regarding claims 4-5, 10-13 and 18-19, Lu teaches in FIG. 4A that a ring has a ring ID 
and teaches in FIG. 4D that a node has node ID. In a situation where a node belongs to a 
plurality of rings, it is obvious to use the ring ID together with the node ID to identify a node. 
That is, if a node belongs to the same ring, it has the same ring ID/node ID combination. For 
two different rings, a node common to the two rings has different ring ID/node ID combinations. 

Regarding claim 6, Siu et al. teaches in col. 2, lines 21-23 that in a mesh network, spare 
capacities are shared for protection purpose. 

Regarding claims 7 and 20, Lu teaches in FIG. IB a subnetwork controller SNC for ring 
management. 

Regarding claim 14, Lu teaches in col. 8, lines 22-46 WDM-based optical network. 
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12. Claims 8 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable over Siu et al. 
(U.S. Patent 6,744,769 Bl) in view of Ramamurthy et al (R. Ramamurthy et al, "Capacity 
Performance of Dynamic Provisioning in Optical Networks", Journal of Lightwave Technology, 
Vol. 19, No. 1, January 2001). 

Siu et al. has been discussed above in regard to claims 1 and 9. The difference between 
Siu et al. and the claimed invention is that Siu et al. does not teach a distributed manner for 
generating network map and setting up paths. Ramamurthy et al. teaches in p. 42, Section C to 
use distributed routing protocol such as OSPF and its extension to collect network information. 
One of ordinary skill in the art would have been motivated to combine the teaching of 
Ramamurthy et al. with the ring configuration method of Siu et al because a distributed network 
management system scales well as the size of the network increases and has high reliability. 
Thus it would have been obvious to one of ordinary skill in the art at the time the invention was 
made to use distributed routing protocol for generating network map and setting up paths, as 
taught by Ramamurthy et al, in the ring configuration method of Siu et al. because a distributed 
network management system scales well as the size of the network increases and has high 
reliability. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shi K. Li whose telephone number is 571 272-3031. The 
examiner can normally be reached on Monday-Friday (8:30 a.m. - 5:00 p.m.). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jason Chan can be reached on 571 272-3022. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



ski 

12 August 2005 




